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Art Unit: 1733 

DETAILED ACTION 

Election/Restrictions 

1 . Newly submitted claims 19-23 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: these claims are 
directed to a cigarette filter (i.e. product claims). These claims properly belong to non- 
elected product claims. See a written restriction requirement dated 10-25-06. For this 
reason, the proposed amendment to claim 1 along with various dependent claims were 
NOT entered. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 19-23 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 
821.03. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 12 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

This claim is indefinite, because it is unclear whether the "water insoluble 
polymer" recited in this claim is different from the "one or more polymer composition" 
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recited in claim 1 . For the purpose of examining this claim, the water insoluble polymer 
is directed to the "one or more polymer composition". 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-6 and 12-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chandran et al (US 5,252,663) in view of Walker et al (US 5,633,334) and vice 
versa. 

With respect to claims 1, 3-6, 13, in discussing a related prior art, Chandran et al 
discloses that an aqueous based emulsion of "vinyl ester, particularly those 
prepared from vinyl acetate and ethylene" has a wide application in industry an 
adhesive or as a binder for non-woven web such as an air-laid web, and further 
discloses that a protective colloid such as a polyvinyl alcohol may be 
incorporated into a vinyl-acetate type aqueous based emulsion (col. 1 lines 7-21; 
col. 3 line 27 to col. 4 line 68). Chandran et al also teaches synthetic or natural 
fibers such as cellulose acetate fibers, wood pulp fibers, etc as being suitable for 
making nonwoven webs (col. 4 lines 47-68), and further discloses preferably 
applying an aqueous binder emulsion to an air-laid web in an amount 20-45 part 
per 100 part of starting web to make a nonwoven web (col. 5 lines 13-18). While 
Chandran et al teaches incorporating a polyvinyl alcohol protective colloid to a 
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vinyl-acetate emulsion where N-(2,2-dialkoxy-1-hydroxy)ethyl acryamide 
(DMHEA) has been added to the emulsion (example 17), it is unclear whether 
Chandran et al envisions incorporating a polyvinyl alcohol protective colloid to 
prior art vinyl acetate binder (i.e. free of DMHEA). Moreover, Chandran et al does 
not teach an amount of protective colloid which is incorporated into the prior art 
binder. However, it would have been obvious in the art to incorporate about 2-8% 
by weight of protective colloid consisting of various types to hydrolyzed polyvinyl 
alcohols to a prior art vinyl acetate binder disclosed by Chandran et al, because 
Walker et al, drawn to a an aqueous binder of a type which is substantially similar 
to the prior art vinyl acetate binder disclosed by Chandran et al, discloses the 
desirability of forming such a binder water-based emulsion having improved 
adhesive properties, the emulsion comprises 79-96% by weight of ethylene-vinyl 
acetate and 2-8% by weight of protective colloid consisting of various types of 
hydrolyzed polyvinyl alcohol; and further discloses that it is a common practice in 
the art to incorporate a protective colloid such as a polyvinyl alcohol to an 
aqueous emulsion of vinyl acetate (abstract; col. 1 lines 9-19; col. 2 lines 7-35). 
Alternatively, Walker et al discloses a binder water-based emulsion having 
improved adhesive properties, the emulsion comprises 79-96% by weight of 
ethylene-vinyl acetate and 2-8% by weight of protective colloid consisting of 
various types of hydrolyzed polyvinyl alcohol (abstract; col. 1 lines 9-19; col. 2 
lines 7-35). Walker et al does not teach using the binder for making a non-woven 
web. However, since Chandran discloses that an aqueous based emulsion of 



Application/Control Number: 10/723,537 Page 5 

Art Unit: 1733 

"vinyl ester, particularly those prepared from vinyl acetate and ethylene" has a 
wide application in industry an adhesive or as a binder for non-woven web such 
as an air-laid web, and further discloses that a protective colloid such as a 
polyvinyl alcohol may be incorporated into a vinyl-acetate type aqueous based 
emulsion (col. 1 lines 7-21; col. 3 line 27 to col. 4 line 68), it would have been 
obvious in the art to apply a binder water-based emulsion of Walker et al for 
bonding fibers to make a non-woven web such as an air-laid web. 
As for the recited amount of binder in a finished non-woven web, one in the art 
would have determined, by routine experimentation, a workable amount of binder 
which is needed for the desired end-used of the finished non-woven web. 
Moreover, Chandran et al discloses preferably applying an aqueous binder 
emulsion to an air-laid web in an amount 20-45 part per 100 part of starting web 
for making a nonwoven web (col. 5 lines 13-18). For this reason, it would have 
been obvious in the art to form a nonwoven web using an aqueous binder of 
Walker et al where the binder is preferably about 20 part/100 part of the web in 
order to form a web having the desired characteristic. 
Although not positively recited in claim, since cellulose ester fibers such as 
cellulose acetate fibers, wood fibers, etc are typical fibers for making nonwoven 
webs in the art as exemplified in the teachings of Chandran et al (col. 4 lines 47- 
68) depending on the desired end-use of a finished nonwoven web, it would have 
been obvious in the art to use these types of fibers in forming a nonwoven web 
using a binder taught by Walker et al. 
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As for an intended application of a finished nonwoven web , while none of 
the above references teaches using a finished nonwoven web for making a 
cigarette filter, such is immaterial as long as the finished non-woven web is 
capable of being used for making tobacco filter, because the claimed invention 
as presently recited does not positively require forming a cigarette filter, rather 
only reguire forming a nonwoven which is suitable for making cigarette filters . 
The finished nonwoven is taken to be capable/suitable for being used as 
cigarette filter, because the binder composition of Walker et al or a prior art 
binder composition disclosed by Chandran et al and along with fibers which are 
used for making nonwoven webs are substantially similar, if not, identical binder 
composition of the present invention as evidence from claims 1-6 and applicant's 
specification in the background of the invention, it would be reasonable to expect 
that a finished nonwoven web is capable of being used for making cigarette 
filters. 

With respect to claim 2, while Chandran teaches using wood pulp for making 
non-woven webs (col. 4 lines 47-68), it is unclear whether the wood pulp is 
fibrillated or fluff. In any event, since wood pulp fibrillated pulp/fluff pulp fibers are 
commonly used in the art for making latex bonded non-woven core in order to 
enhance the liquid absorbency the core, this claim would have been obvious in 
the art. 

With respect to claims 12 and 14, as noted above, Walker et al discloses a 
binder water-based emulsion having improved adhesive properties, the emulsion 
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comprises 79-96% by weight of ethylene-vinyl acetate (intrinsically a water 
insoluble polymer) and 2-8% by weight of protective colloid consisting of various 
types of hydrolyzed polyvinyl alcohol (abstract; col. 1 lines 9-19; col. 2 lines 7- 
35). It would have been obvious in the art to formulate an aqueous binder 
comprising around 79-96 wt% of EVA, on a dry basis. Moreover, Chandran et al 
teaches incorporating "surfactants and/or protective colloids" to a binder 
composition (bold-face and emphasis added; col. 1 lines 40-61). For this reason, 
it would have been obvious in the art to form an binder composition of either 
Chandran et al or Walker et al without using a surfactant because this basically 
function equivalent^ as protective colloids which is to stabilize the monomers in 
a water-based binder. 

With respect to claims 15-16, the limitations in these claims are essentially 
repetition of the above rejected claims. For essentially the same reasons set forth 
above, the repeated limitations would have been obvious in the art. As for the 
various methods such as emulsion polymerization for polymerizing monomer in 
water recited in this claim, all these methods are art recognized effective way for 
polymerizing monomers in water emulsion. 

With respect to claims 17-18, the limitations in these claims are merely repetition 
of the above rejected claims, these claims would have been obvious in the art for 
the same reasons set forth above. 
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Response to Arguments 



6. Applicant's arguments with respect to claim 1 has been considered but are moot 
in view that, the newly proposed amendment to claim 1 along with amendment to 
dependent claims were NOT entered. 



7. This is a supplemental office action, because Examiner inadvertently failed to 

consider on the merits newly added claims 12-23. Since the same ground of rejection 

as the last office action is made, this office action is made FINAL. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sam Chuan C. Yao whose telephone number is (571 ) 

272- 1224. The examiner can normally be reached on Monday-Friday with second 
Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Richard Crispino can be reached on (571) 272-1171. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). A 



Conclusion 



Sam Chuan C. Yao 
Primary Examiner 
Art Unit 1733 
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